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1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on October 18, 2007 has been entered. 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation xmder 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

3. Claims 1, 2, 7, 8, and 12-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Vreeland et al. ('001 or '457) or Gloyer et al. ('576), each in view of Barksby et al. ('445) 
and Knobel et al. (*669) and further in view of Wen et al. (*897 or '639) or Sandlin et al. ('451) 
or Noh et al. (US 2002/0042002 Al) and further in view of Eichorst et al. ('630) or Christian et 
al. C287). 
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The primary references disclose rollers comprising an electrically conductive 
polyurethane coating, wherein the polyurethane is derived from a polyol free of unsaturation and 
contains a conductivity or charge control agent, such as an organometallic salt. The references 
fiirther disclose the use of such rollers in electrophotographic equipment. See abstract; column 
7, line 49; and colximn 10, lines 14-25 within Vreeland et al. ('001). See abstract; column 9, line 
51 ; and column 12, lines 6-17 within Vreeland et al. (*457). See abstract and paragraphs [0054] 
and [0077] within Gloyer et al. Vreeland et al. ('001) (at column 10, lines 14-24) and Vreeland 
et al. ('457) (at column 12, lines 6-17) recite stoichiometric ratios for the reactants that satisfy 
those claimed. Furthermore, Gloyer et al. specifically recite equivalent ratios that meet 
applicants' claimed index value. See paragraphs [0010], [0015], and [0020] within Gloyer et al. 
4. While the primary references disclose that the polyol reactant is free of unsaturation, the 
references fail to specifically recite applicants' claimed polyether polyol having the claimed 
degree of unsaturation. However, applicants' claimed low unsaturated polyether polyol was a 
known component for polyurethane elastomers having physical properties especially adapted for 
use in the manufacture of rollers. This position is supported by the teachings of Barksby et al. 
See abstract; column 6, lines 6-14; and column 7, lines 44+ within Barksby et al. Additionally, 
while the primary references are silent regarding applicants' specifically claimed fluoroalkyl 
sulfonic acid salt and imide salt, these salts were specifically known at the time of invention to 
be usefiil for promoting electrical conductivity in polyurethanes. Knobel discloses applicants' 
claimed fluoroalkyl sulfonic acid salt at column 7, line 26 through column 8, line 65. Wen et al., 
Sandlin et al., and Noh et al. disclose applicants' claimed imide salt. See abstract; column 3, line 
22; and column 4, line 63 within Wen et al. ('897). See abstract and column 2, line 33 within 
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Wen et al. ('639). See abstract and Examples within Sandlin et al. See abstract and paragraph 
[0049] within Noh et al. (It is noted that Noh et al. improperly indicates that the imide compound 
is an amide; however, the correct identity of the compound would be immediately evident to the 
skilled artisan in view of the use of the art recognized abbreviation, LiTFSL). Lastly, while the 
primary references fail to disclose applicants' claimed hydrotalcite or zeolite component, the 
position is taken that the incorporation of these materials into electrically conductive 
polyurethanes was known at the time of invention. This position is supported by the teachings of 
Eichorst et al. and Christian et al.; these references each disclose the incorporation of such 
materials into electrically conductive polyurethane. See column 10, lines 25+ within Eichorst et 
al. See column 8, lines 5+ within Christian et al. 

5. Therefore, since applicants' claimed low unsaturation polyether polyol was known to be 
useful for producing rollers having improved properties and since applicants' claimed salts were 
known conductivity agents for polyurethanes and since additives, such as zeolites, were known 
additives for electrically conductive polyurethanes, the position is taken that it would have been 
obvious to incorporate these components within the electrically conductive polyurethanes of the 
primary references, so as to obtain a composition and roller having the improved properties 
disclosed by the secondary references. This position is bolstered by the fact that it has been held 
that it is prima facie obvious to utilize aknown compound for its known function. In re Linder^ 
173 USPQ 356. In re Dial et al, 140 USPQ 244. 

6. Claims 20 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Vreeland et al. (*001 or '457) or Gloyer et al. ('576), each in view of Barksby et al. ('445) and 
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further in view of Wen et al ('897 or '639) or Sandlin et al. ('451) or Noh et al. (US 
2002/0042002 Al). 

The primary references disclose rollers comprising an electrically conductive 
polyurethane coating, wherein the polyurethane is derived from a polyol free of unsaturation and 
contains a conductivity or charge control agent, such as an organometallic salt. The references 
fiirther disclose the use of such rollers in electrophotographic equipment. See abstract; column 
7, Hne 49; and column 10, lines 14-25 within Vreeland et al. ('001), See abstract; colunm 9, line 
51; and column 12, lines 6-17 within Vreeland et al ('457). See abstract and paragraphs [0054] 
and [0077] within Gloyer et al. Vreeland et al. ('001) (at column 10, lines 14-24) and Vreeland 
et al. ('457) (at column 12, lines 6-17) recite stoichiometric ratios for the reactants that satisfy 
those claimed. Furthermore, Gloyer et al. specifically recite equivalent ratios that meet 
applicants' claimed index value. See paragraphs [0010], [0015], and [0020] within Gloyer et al. 
Lastly, it is noted that Vreeland et al. specifically disclose that the starting materials used to 
produce the polyurethane elastomers may be added together, reacted, and cured in a "one-shot" 
method. See column 12, lines 18-30 within Vreeland et al C457). See column 10, lines 25-43 
within Vreeland et al. ('001). It is further noted that each of the primary references disclose that 
the charge control agents may be blended with a polyol component. 

7. While the primary references disclose that the polyol reactant is free of unsaturation, the 
references fail to specifically recite applicants' claimed polyether polyol having the claimed 
degree of unsaturation. However, applicants' claimed low unsaturated polyether polyol was a 
known component for polyurethane elastomers having physical properties especially adapted for 
use in the manufacture of rollers. This position is supported by the teachings of Barksby et al. 
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See abstract; column 6, lines 6-14; and column 7, lines 44+ within Barksby et al Furthermore, 
applicants' claimed imide salt was specifically known at the time of invention to be useful for 
promoting electrical conductivity in polyurethanes. See abstract; column 3, line 22; and column 
4, line 63 within Wen et al. ('897). See abstract and column 2, line 33 within Wen et al. ('639). 
See abstract and Examples within Sandlin et al. See abstract and paragraph [0049] within Noh et 
al. (It is noted that Noh et al. improperly indicates that the imide compound is an amide; 
however, the correct identity of the compoimd would be immediately evident to the skilled 
artisan in view of the use of the art recognized abbreviation, LiTFSI.). 

8. Therefore, since applicants' claimed low unsaturation polyether polyol was known to be 
useful for producing rollers having improved properties and since applicants' claimed salts were 
known conductivity agents for polyurethanes, the position is taken that it would have been 
obvious to incorporate these components within the electrically conductive polyurethanes of the 
primary references, so as to obtain a composition and roller having the improved properties 
disclosed by the secondary references. This position is bolstered by the fact that it has been held 
that it is prima facie obvious to utilize a known compound for its known function. In re Under, 
173 USPQ 356. In re Dial et aL, 140 USPQ 244. Lastly, in view of the disclosure within 
Vreeland et al. that a "one-shot" method may be employed to produce the polyurethane and in 
view of the fact that processing polyurethanes by other than the prepolymer method has long 
been known, the position is taken that it would have been obvious to one of ordinary skill in the 
art to mix the claimed components in virtually any order or sequence, including a mixing 
sequence wherein the polyisocyanate is introduced last into the reactant mixture, such that a 
reactive composition yielding the polyurethane is obtained. It is noted that it has been held that 



Application/Control Number: 10/629,756 Page 7 

Art Unit: 1796 

the selection of any order of mixing ingredients is prima facie obvious. In re Gibson, 39 F.2d 
975, 5 USPQ 230 (CCPA 1930). Similarly, it has been held that the selection of any order of 
performing process steps is prima facie obvious in the absence of new or unexpected results. In 
re Burhans, 154 F.2d 690, 69 USPQ 330 (CCPA 1946). 

9. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Vreeland et al. 
('001 or '457) or Gloyer et al. (*576), each in view of Barksby et al. ('445) and Knobel et al. 
C669) and further in view of Wen et al. ('897 or '639) or Sandlin et al. ('451) or Noh et al. (US 
2002/0042002 Al) and further in view of Eichorst et al. ('630) or Christian et al. ('287). 
as applied to claims 1, 2, 7, 8, and 12-17 above, and further in view of Nogami et al. ('646) or 
Priebe et al. ('188). 

As aforementioned, the teachings of Vreeland et al. ('001 or '457) or Gloyer et al. ('576), 
each in view of Barksby et al. ('445) and further in view of Wen et al. ('897 or '639) or Sandlin 
et al. ('451) or Noh et al. (US 2002/0042002 Al) and further in view of Eichorst et al. ('630) or 
Christian et al. ('287) are considered to render applicants' composition and roller prima facie 
obvious; however, these references are silent regarding applicants' plasma treatment of the metal 
shaft. Still, the treatment of metal with plasma to improve its adhesion to other layers, including 
polymers, was known at the time of invention. See column 10, lines 4-10 within Nogami et al. 
See abstract and column 2, lines 20+ within Priebe et al. Therefore, the position is taken that it 
would have been prima facie obvious to plasma treat the metal shaft of the roller prior to 
application of the elastomer, so as to improve the adhesion of the elastomer to the metal surface 
and the durability of the resulting roller. 
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10. Applicants' amendment and arguments of October 18, 2007 have been considered; 
however, the response is insufficient to overcome the prior art rejections. Initially, it is noted 
that the prior art rejections have been modified in response to applicants' amendments. 
Additionally, the position is taken that applicants' arguments fail to appreciate the combined 
teachings of the references. Applicants' arguments further fail to appreciate that each of the 
secondary references is drawn to the production of rollers or electrically conductive 
polyurethanes; accordingly, the primary and secondary references constitute analogous art. 
Furthermore, applicants' argued examples have been considered for showings adequate to rebut 
the prima facie case of obviousness; however, the argued examples are deficient for the 
following reasons. Firstly, applicants' examples of the invention are not commensurate in scope 
with the claims in terms of species of components or quantities of components. For example, the 
polyol and isocyanate species of the examples are of a far more narrow scope than those claimed. 
It has been held that the claims must be commensurate in scope with any showing of unexpected 
results. In re Greenfield, 197 USPQ 227. It has further been held that a limited showing of 
criticality is insufficient to support a broadly claimed range. In re Lemin, 161 USPQ 288. 
Secondly, it is by no means clear that the comparative examples are representative of the closest 
available art (i.e.; the relied upon art). For example, the primary references specify that polyols 
free of unsaturation are utilized; therefore, it is unclear that applicants' comparative examples 1- 
3 are representative of these teachings. Furthermore, due to their composition, comparative 
examples 4-6 are not representative of the teachings of the primary references. Therefore, the 
examples are inadequate to rebut the prima facie case of obviousness. 

Any inquiry concerning this communication should be directed to R. Sergent at telephone 
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number (571) 272-1079. 



R. Sergent PRIMARY EXAMINER 

December 28, 2007 



